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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)[3 Responsive to communication(s) filed on 14 October 2003 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) I3 Claim(s) 1-72 is/are pending in the application. 

4a) Of the above claim(s) 68-72 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-67 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) __ are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 14 October 2003 is/are: a)D accepted or b)S objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
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1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

L Claims 1-67, drawn to a CAD/CAM software program for generating a design 
from a bill of materials, classified in class 700, subclass 95. 

II. Claim 68, drawn to a CAD/CAM software program for generating a drawing of a 
design from database records, classified in class 700, subclass 104. 

III. Claim 69-72, drawn to a CAD/CAM software program for displaying drawings, 
classified in class 345, subclass 619. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I, n, and III are related as subcombinations disclosed as usable together in a 
single combination. The subcombinations are distinct from each other if they are shown to be 
separately usable. In the instant case, each invention has separate utility providing a different '. 
output from a software product. See MPEP § 806.05(d). 

3. Because these inventions are distinct for the reasons given above and the search required 
for Group I is not required for Groups II and in, restriction for examination purposes as 
indicated is proper. 

4. During a telephone conversation with George Cole on May 6th, 2005 a provisional 
election was made without traverse to prosecute the invention of group I, claims 1-67. 
Affirmation of this election must be made by applicant in replying to this Office action. Claims: 
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68-72 are withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being 
drawn to a non-elected invention. 

Drawings 

5. The drawings are objected to because figures 1 and 2 are difficult to read with the large 
dark arrow through the middle of the boxes. Arrow should be drawn to indicate flow which do 
not interfere with the readability of the text inside the boxes. Corrected drawing sheets in 
compliance with 37 CFR 1 . 121(d) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should include all of 
the figures appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. The figure or figure number of an amended drawing should not be labeled as 
"amended/' If a drawing figure is to be canceled, the appropriate figure must be removed from ; 
the replacement sheet, and where necessary, the remaining figures must be renumbered and 
appropriate changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. Each drawing sheet submitted after the filing date of an application must be 
labeled in the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 
1 .121(d). If the changes are not accepted by the examiner, the applicant will be notified and 
informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 
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Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claim 46 recites the limitation "the human user's corrections". There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC §101/112 

8. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

9. Claims 1-68 are rejected under 35 U.S.C. 101 because the claimed invention is not 
supported by either asserted utility or a well established utility. 

Claims 1-68 are directed to a software program alone. In order to be statutory to conform 
with current US Practice, all claims must be amended to recite "... software program embodied 
on a computer readable medium" or the like and all claims must have a recited output to produce 
a tangible result. 

Claims 1-68 are also rejected under 35 U.S.C. 1 12, first paragraph. Specifically, since the 
claimed invention is not supported by either asserted utility or a well established utility for the 
reasons set forth above, one skilled in the art clearly would not know how to use the claimed 
invention. 
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Claim Rejections - 35 USC §102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIP A) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIP A (pre- AIP A 
35 U.S.C. 102(e)). 

11. Claims 1-3, 5-1 1, 36, 37, 40-47 and 63 are rejected under 35 U.S.C. 102(e) as being 
anticipated by U.S. Patent Publication 2002/0156757 to Brown et al. 

12. Referring to claims 1, 36, 37, and 40-44, Brown shows a Computer Aided Design, 
Computer Aided Manufacturing (CAD-CAM), software program, which supports Product 
Lifecycle Management, said CAD-CAM software program comprising: a Resource Management 
Subsystem (Figure 1 and paragraph 17); a Product Lifecycle Management database (Figure 1, 
database 34); a Collaboration Subsystem (Figure 1, "network 30" which brings together vendor 
databases); and, a Project Management subsystem (paragraph 18); wherein said database and 
subsystems take inputs from at least one external source (paragraph 21), exchange data with at 
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least one human user and amongst each other (paragraph 21), and in accordance with the 
decisions and constraints entered by the human user and contained within the program, produce 
as an output at least one design of at least one product and supporting documentation associated; 
with said design, both design and documentation being as complete as said decisions and 
constraints allow (Abstract). With respect to claims 40-44, 36, and 37, the industry with which 
the rules input by the user are relative to does not change the software program itself or the 
operation thereof. 

13. Referring to claim 2, Brown shows means for importing data concerning a product from a 
variety of computer formats; and, means for exporting data concerning a product from a variety 
of computer formats (Abstract). 

14. Referring to claim 3, Brown shows wherein said means for importing data concerning a 
product from a variety of computer formats further comprise a module for translation from a bill 
of materials for such product to a design (Abstract - "creates a design file"). 

15. Referring to claim 5, Brown shows wherein said means for importing data concerning a ; 
product from a variety of computer formats further comprises a module that enables a human 
user to select a design already contained within any database accessible to the software program, 
said module comprising: means for translating said data into a set of design constraints; means 
for using said constraints to identify all candidates for equivalents contained within said database 
and said Project Management Subsystem; means for listing said candidates for equivalents; and, 
means for letting the human user select and designate at least one candidate as the replacement 
(Paragraphs 0055-0061). 
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16. Referring to claim 6, Brown shows means for maintaining design standards; means for 
coordinating design changes; means for managing resources; and, means for coordinating timing; 
means for document unification, tracking, and control; Engineering Change Order Processing; 
and, related manufacturing efforts; for a design, between projects, across organizational 
boundaries, or between organizational groupings (Paragraph 0064). Examiner notes that this 
claim is very broad and each piece can be interpreted in many different ways. Brown can clearly 
show each piece in different ways throughout the document. 

17. Referring to claim 7, Brown shows wherein the Resource Management subsystem 
comprises: means for translating data between third-party planning software and records, and the 
CAD-CAM software program's inputs and outputs; means for incorporating as design constraints 
and potential elements information concerning third party designs and products means for 
exchanging reports; concerning each project and design managed by the CAD-CAM software 
program with a human user; and, means for sharing information concerning status for each 
project and design managed by the CAD-CAM software program amongst human users 
(Paragraphs 0047-005 1). Sharing among human users is done using the design files as 
previously noted. 

18. Referring to figure 8, Brown shows wherein the Product Lifecycle Management database 
further comprises: all records used by the CAD-CAM software program to control and 
coordinate all activities between the database and subsystems; and, all records used by the CAD- 
CAM software program to record, track, update, and report on the full lifecycle for each project 
and product handled by the CAD-CAM software program ("Workstation 10" with access to 
records stored in the databases of figure 1). 
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19. Referring to figure 9, Brown shows wherein the Product Lifecycle Management database 
further comprises: means for recording each product designed by each human user of the CAD- 
CAM software program within the organization owning that copy of the software program; and, 
means for incorporating into the Project Lifecycle Management database each such product as a 
project (Paragraph 0064 - "design files"). Examiner notes that all software programs have a 
"save" function which reads on the first claim element. 

20. Referring to claim 10, Brown shows wherein the Collaboration subsystem further 
comprises: means for collecting as inputs records from differing organizational groups involved 
in a design process being managed by the CAD-CAM software program (Vendor databases); 
and, means for producing from said records status data as outputs, thereby sharing such status 
data with differing organizational groups involved in a design process being managed by the 
CAD-CAM software program (paragraph 0062). 

21 . Referring to claim 11, Brown shows wherein the means for producing from said records 
status data as outputs, thereby sharing such status data with differing organizational groups 
involved in a design process being managed by the CAD-CAM software program, comprises 
automatic messaging of such outputs to at least one recipient designated by a human user of the 
CAD-CAM software program. Examiner again notes that this claim is very broad and 
"automatic messaging" can be interpreted in many ways. Paragraphs 0061-0068 describe many 
ways of handling imported data and it is a design choice of the system designer where the data 
may be sent or any status messages that can be sent when data is imported. It is clear that the 
website data and database are updated to reflect the importing, and this reads on the claim. 
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22. Referring to claim 45, Brown shows at least one library of HES designs (Title of Brown 
patent). 

23. Referring to claims 46 and 47, Brown shows a module for classifying, incorporating, and 
subsequently using a new set of defaults based on the most recent additions to the designs in the 
databases and user made corrections (paragraph 0026 and 0031). 

24. Referring to claim 63, Brown shows a module for compressing and archiving all data for 
designs which are not currently being used by the program. Examiner notes that this is an 
inherent trait of any database and that the data is archived automatically when not in use. 

Claim Rejections - 35 USC §103 

25. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

26. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
Publication 2002/0156757 to Brown et al as shown above in view of U.S: Patent No. 4,862,376 
to Ferriter et al. 

27. Brown does not specifically show wherein said means for importing data concerning a 
product from a variety of computer formats further comprise a module for translation from an 
engineering drawing for such product to a design. 

28. Ferriter shows a module for translation from an engineering drawing for such product to a 
design (Figure 12, abstract). Also note that the specification of the current invention (paragraph 
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0116) states that Ferriter shows the creation of engineering drawings and design documents and 
vice versa. 

29. It would have been obvious to one of ordinary skill at the time the invention was made to 
use the engineering drawing conversion system of Ferriter in the translation system of Brown 
because it will "aid the project designer in the detailed design of the project" resulting in a 
quicker and more professional job being completed (Ferriter column 2). 

30. Claims 64-66 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
Publication 2002/0156757 to Brown et al. 

3 1 . Brown does not specifically show an Interactive Help Module for instructing the human 
user in the uses, capabilities, and limitations of the software program, wherein the Interactive 
Help Module further comprises: means for providing an overview on the software tool; a general 
engineering library with incorporated references; a glossary of terms; a technical overview for 
each field of engineering contained within the database and subsystems; and, means for the 
human user to access all of the above. 

32. Brown also does not show a tutorial module incorporating: a set of design challenges; for 
each design challenge, a previously-worked-out solution set of satisfactory designs; and, 
instruction for relative evaluation of the members of the solution set against the constraints and 
decisions which produced each member of the solution set. 

33. Help menus and tutorial menus are well known parts of a software program. All 
programming systems for creating windows programs automatically create a help menu with all 
of the above options and features. It would have been obvious to one of ordinary skill in the art 
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at the time the invention was made to include a help menu and tutorial module when creating the 
software program of Brown because having the help files and tutorials as part of the program 
saves time and allows the user immediate access to important information. 



Allowable Subject Matter 

34. Claims 12-35, 38, 39, 48-62, and 67 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims and all USC 101/112 rejections are 
removed. 

35. The following is an examiner's statement of reasons for allowance: 

36. While Brown as shown above shows a way of product design similar to the current 
invention, neither this reference taken alone or in combination with the prior art of record 
disclose a Project database; a Component database; a Search and Cross Reference engine, 
operating in coordination with the Component database; a Component Data Management 
subsystem; an Auto Engineering Change Order subsystem; a Bill of Materials generator; a 
Design Subsystem, operating in coordination with the Component database, Search and Cross- 
Reference engine, Component Data Management subsystem, Auto Engineering Change Order 
subsystem, and Bill of Materials generator; and, a Manufacturing subsystem, which includes a 
Purchasing subsystem; wherein for each distinct project initiated by a human user said databases, 
engine, subsystems, generator, and Design Subsystem take inputs from at least one external 
source, exchange data with the human user and amongst each other, and in accordance with the ; 
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decisions and constraints entered by the human user and contained within the CAD-CAM 
software program, produce as an output at least one design of at least one product and supporting 
documentation associated with said design, both design and documentation being as complete as 
said decisions and constraints allow.. It is these additional claim elements, in combination with 
the remaining elements and features of the invention, that the applicant's invention defines over 
the prior art of record. 

37. Any comments considered necessary by applicant must be submitted no later than the 
payment of the issue fee and, to avoid processing delays, should preferably accompany the issue 
fee. Such submissions should be clearly labeled "Comments on Statement of Reasons for 
Allowance". 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael D. Masinick whose telephone number is (571) 272-3746. 
The examiner can normally be reached on Mon-Fri, 7:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Leo Picard can be reached on (571) 272-3749. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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